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Dedicated to protecting and defending your future.

About Mathys & Squire

Mathys & Squire is an intellectual

property (IP) powerhouse that puts its

specialist knowledge to work for clients,

to strengthen and secure what most

modern businesses today treat as one of

their most valuable strategic assets -

intellectual property.

The firm’s agile teams of attorneys,

scientists and strategists are steeped in

experience, working with IP-rich and high-

growth industries to leverage complex

technologies and sophisticated

commercial models across a broad range

of industry sectors.

A full-service IP firm, Mathys & Squire has

unrivalled expertise in patents, trade

marks, design protection and litigation.

Highly ranked in leading legal and IP

directories, and leading the field with

insight, innovation and quality, Mathys &

Squire will be celebrating its 115th

Anniversary this year, testament to its

proven track record in the protection and

commercialisation of IP rights.

The firm has a broad spread of clients,

ranging from start-ups to major UK and

global corporations, many of which are

household names. Clients of the firm value

its commitment to professional excellence

and technical expertise.

Mathys & Squire has over 100 attorneys

(both training and qualified) and a

dedicated IP consulting team across

offices in London, Birmingham,

Cambridge, Manchester, Newcastle,

Oxford, Luxembourg, Munich and Paris,

as well as teams based in China and

Japan. The firm’s attorneys and trainees

have a mix of scientific degrees extending

from chemistry, biochemistry,

pharmacology, genetics, microbiology,

plant sciences and zoology through to

physics, electronics, telecommunications

and engineering.

We are passionate about creating and

delivering innovative, high-quality, client-

focused services and building close and

longstanding relationships with clients in

order to establish defensive and offensive

IP portfolios that generate commercial

value. We are proactive when working

with clients and valued for our integrity,

honesty and collegiate approach.

We protect, so that you can invent
the future.



Patents can protect your technological

innovations, allowing you to prevent others

from using your ideas. Patents (and even

pending patent applications) can have a

deterrent effect on competitors – especially if

you have a portfolio of multiple patents or

patent applications covering technology that

competitors might be interested in using to

their advantage.

Patents can be licensed to others and you

can generate income through licensing fees.

You could license to another business to sell

in territories that you have not yet been able

to access; or, become a licensee and ‘buy-in’

innovation to reduce research and

development costs.

Patents can be a useful negotiating tool

e.g. for cross-licensing if you wish to use

another’s patented invention. Patents and

patent applications are also often useful,

and sometimes essential, in attracting

investment from venture capitalists and

private equity firms.

Patents can add value to your business,

e.g. in the event that the business is sold.

Corporation tax savings may be available by

way of the Patent Box regime and research

and development grants.

Patents are, in principle, available for any technical innovation. There are

various reasons for obtaining patents, including the following:
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Why file a patent application?





Evaluation
You need to regularly review

incremental advances that

provide a commercial edge.

These can be just as important

to protect as the initial

innovation.

Commercialisation
Commercialisation might

mean taking your product

to market or some other

form of monetisation, e.g.

licensing or brokering the

sale of IP - or even your

company.

R&D
In some instances, businesses

decide not to file a patent

application – either because of

excluded subject matter, other

forms of IP being more

appropriate (e.g. trade secret)

or the lack of market (or only a

small market). Do your

research and seek advice.

Ideas
Most IP is generated during the

ideas and R&D phase of the life

cycle. However, you should be

mindful of progress throughout

as opportunities for protection

can arise at other stages in the

innovation cycle – don’t miss

them.

To be patentable your invention must be new, i.e. not have been disclosed

before, and must be non-obvious, i.e. more than just a very straightforward

adaptation of a known idea.

On top of being new and non-obvious, it is important to file a patent application at the right

time: too early and there may not be enough data or information to ‘enable’ the invention;

too late and there is the risk of third parties disclosing or even filing their own application.

Patent attorneys can help you with intellectual property (IP) protection queries at any stage

of the innovation life cycle.

What is excluded from patentability?

There are some things the law specifically excludes from patentability, for example,

inventions that relate purely to methods of doing business. Patent attorneys can tease out

which elements of your inventions might provide promising subject matter for a patent

application and help you navigate the time frames and fine lines of applicable patentability

criteria.

Innovation Life Cycle
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What can be patented?



Your patent attorney will work with you to

understand your technology and identify

potentially patentable innovations, and put

together the patent application. This

involves drafting a patent specification that

describes how the invention works and

defines the particular concepts that you

are hoping to protect by way of the patent.

After the application has been filed at the

UK Patent Office, the office carries out a

search and examination of the application.

This involves searching for relevant prior

publications and assessing patentability

along with various formal requirements.

During examination, your patent attorney

has the opportunity to make amendments

to address the examiner’s objections or

argue against the objections. If the

objections can be overcome, the office then

grants a patent.

A patent granted by the UK Patent Office is

valid in the UK only, but gives you an

opportunity, up to a year after the initial

filing, to file corresponding applications in

other territories whilst retaining the benefit

of the original filing date. Any such further

applications are examined independently by

the relevant patent offices for those

territories.

Why not file by yourself?

Getting an invention patented can be complicated. A patent application is a legal

document in which the boundary of the invention - in technical terms - is defined in a

sentence or two. Strict rules are in place governing the changes that may be made to an

application after filing. It may not be possible to rectify mistakes or omissions.

How does the patent application process

work?
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Confidentiality

One of the key criteria for patentability is

that the invention is new and non-obvious.

As a general rule, a patent application is

judged against anything publicly available

prior to the filing of the application.

Thus, any prior publications (academic

papers, other patents, marketing material,

etc.) and even oral disclosures count against

your application – even if they are your own.

It is vitally important to ensure

confidentiality of any innovations you wish

to protect until after a patent application has

been filed.

Your ideas should therefore remain in-house

as far as possible; where information needs

to be shared, confidentiality should be

explicitly agreed with the other party by way

of a non-disclosure agreement (NDA).

Ownership

It is also important to consider who owns

the IP in your innovations. Inventions made

by employees will in most cases

automatically belong to the company

employing them, but the same is not true

for contractors or work commissioned from

outside parties.

Therefore, if your development work

involves external parties (or even ‘in-house’

contractors), IP ownership should be set

out clearly in a contract – ideally this should

be settled before any work begins so as to

avoid disputes later.

The same applies where IP is developed in a

collaborative project (e.g. with a university)

– parties commonly have different ideas as

to IP ownership and it is important to settle

this as early in the process as possible.

What other things should you consider

before filing a patent application?



The right protection may also provide a

company with the ability to extend its

offering by way of licensing, allowing it to

generate a further source of income from

its registered rights and reputation.

Counterfeit goods can make a serious dent

in a business’s finances. Not only do they

divert sales away from the business, they

can affect a company’s reputation and the

loyalty of its customers particularly when

the quality of goods is poor. A registered

trade mark enables you to effectively

enforce against unauthorised use of those

brands.

Why do I need to protect my trade mark?

Brands are an integral part of a company’s identity. Without legal protection

in the form of registered trade marks, companies have very limited ownership

of their brands and will struggle to stop others ‘riding on their coat-tails’ and

potentially damaging their brand reputation.

Once registered, the trade mark becomes intangible property and can be licensed,

franchised or assigned; thereby generating revenue. It is critical to register early and

properly to maximise the owner’s exclusive rights and potential revenue. Trade mark

attorneys will work to ensure your trade mark management and protection aligns with

your commercial objectives.

Why not file yourself at a reduced cost?
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Trade mark protection provides you with the

legal right to stop others from using the

brand in which you have invested. Moreover,

it is a company asset that can grow in value

significantly. Over time, the goodwill in a

brand can be the greatest asset a company

owns. When managed carefully, that asset

can be used to generate significant value in

terms of revenue, market dominance and

repeat product sales.





Registered designs offer a cost-effective
method of protecting your intellectual
property for the relatively long term. In the
UK and EU, registered designs can last for
up to 25 years.

Registered designs are relatively
inexpensive and the registration process is
generally straightforward and quick. This
makes them well suited for the fast-paced
product life cycles associated with many
sectors. 

The appearance of any new three-dimensional product, or an aspect thereof, including

parts of a larger product, two-dimensional designs, typographic type-faces and/or

surface patterns, may be the subject of a registration.

Furthermore, they can offer a valuable level
of protection for digital products that may
be difficult to protect using other means,
such as patents.

Many may not be aware that registered
designs can also be used to protect the
aesthetic elements of digital products, such
as icons and aspects of a graphical user
interface. They are not therefore limited to
protecting the external physical appearance
of a product.

A registered design is a form of intellectual property that protects the
aesthetics of a product and/or its get-up. Where appropriate, this can cover
the shape, texture and/ or finish of a product as well as graphical designs and
packaging. Once a design is validly registered, it can generally be used to
prevent others from using the same, or very similar design.

What is a registered design?

What can be protected by a registered design? 

9 //  Mathys & Squire – Protecting your IP 





T +44 (0)20 7830 0000 // E info@mathys-squire.com // @Mathys_Squire // www.mathys-squire.com

Mathys & Squire LLP


